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Art Unit: 2841 

DETAILED ACTION 

Response to Amendment 

1 . Preliminary amendment filed on 08/08/2006 has been entered. 
Claims 6-7 are newly added. 

Claims 1-7 are now pending in the application. 

Claim Objections 

2. Claim 1 is objected to because of the following informalities: 

claim 1 ,line 2: "a substrate" should be changed to - the first substrate — for proper 
antecedence basis. 

claim 1 ,line 3: "a substrate" should be changed to - the second substrate — for proper 
antecedence basis. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 



Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Onizuka et al., (The 
Fundamentals and Frontiers 2003 Conference of Nen The Institute of Electronics, 
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Information and Communications Engineers Kiso Kyokai Society Taikai Koen 
Ronbunshu; Japan, 09/18/2003) hereinafter Onizuka. 

Regarding claim 1 : Onizuka discloses in Fig. 1 discloses an electronic circuit according 
to the invention comprising: a first substrate (substrate of the Chip 1, fig. 1) including a 
first coil Li that is formed by wiring on a substrate (lines are shown in fig. 1); and a 
second substrate (substrate of the Chip 2) including a second coil L2 that is formed by 
wiring on a substrate at a position corresponding to said first coil (shown in fig. 1), and is 
inductively coupled to said first coil. 

Instant Onizuka clearly teaches all of the applicant's claimed invention. However, the 
examiner notes that limitation "to form coils by wiring on a substrate" is within of the 
common knowledge of person of ordinary skill in the art. Further, a limitation "is formed 
by wiring" is a process limitation in the product claim. Such process limitations define 
the claimed invention over the prior art only to the degree that they define the product 
itself. A process limitation cannot serve to patentably distinguish the product over the 
prior art, in the case that the product is the same as, or obvious over, the prior art. See 
Product-by-Process in MPEP 2113 and 2173.05(p) and In re Thorpe, 227 USPQ 964, 
966 (Fed.Cir. 1985). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1 .56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 2- 7 are rejected under 35U.S.C. 103(a) as being unpatentable over Onizuka as 
applied to claim 1 above, and further in view of Weber et al., (US 5701037) hereinafter 
Weber. 

Regarding claim 2: Onizuka discloses the electronic circuit having all of the claimed 
features as discussed above with respect to claim 1 , 

except, Onizuka doesn't explicitly teach said first substrate further includes a 
transmitter circuit for outputting signals to said first coil when transmission digital data 
changes. 

Weber teaches in fig. 3 a transmitter circuit S for outputting signals to the coil SP S 
when transmission digital data changes. 

Therefore it would have been obvious to one of ordinary skill in the art, at the 
time the invention was made for Onizuka to include in his invention said first substrate 
further includes a transmitter circuit for outputting signals to said first coil when 
transmission digital data changes, as taught by Weber because Weber teaches the 
signal transmission would function reliably even if, surface ripple of the chip layers and 
irregularities of the interlayer dielectric modify the coil spacing and, thus, the coupling 
inductance, (col. 2:20-23). 
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Regarding claims 3 and 6: Onizuka discloses the electronic circuit having all of the 
claimed features as discussed above with respect to claim 1(2), wherein said second 
substrate (substrate of the Chip 2, fig. 1 ) further includes a receiver circuit (shown in 
fig. 1) that connects both ends of said second coil L 2 , 

except, Onizuka doesn't teach a receiver circuit that connects both ends of said 
second coil to a predetermined voltage source via resistors. 

Although Weber teaches in fig. 7 the receiver circuit that connects only one end 
of the resistors Ri to a predetermined voltage source, the prior art structure (discloses 
resistors Ri and R2 connected to a predetermined voltage source) is capable of 
performing the intended use (connects both ends of said second coil to a predetermined 
voltage source via resistors), then it meets the claim. See In re Casey, 152 USPQ 235 
(CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). 

Therefore it would have been obvious to one of ordinary skill in the art, at the 
time the invention was made for Onizuka to include in his invention said second 
substrate further includes a receiver circuit that connects both ends of said second coil 
to a predetermined voltage source via resistors, as taught by Weber in order to provide 
voltage variation a receiver circuit. 

Regarding claim 4: Onizuka discloses the electronic circuit having all of the claimed 
features as discussed above with respect to claim 1, wherein said first coil l_i , fig. 1 is 
inductively coupled to said second coil L 2 , 

except, Onizuka doesn't teach a plurality of said second substrate. 

Weber teaches the coils L 2 on each of the plurality of the stacked chip layers 
(col. 3;18-19). Further, In re Harza, 274 F.2d 669, 124 USPQ 378 (CCPA 1960) 
(Although the reference did not disclose a plurality of ribs, the court held that mere 
duplication of parts has no patentable significance unless a new and unexpected result 
is produced.). 

Therefore it would have been obvious to one of ordinary skill in the art, at the 
time the invention was made for Onizuka to include in his invention a plurality of said 
second substrate, as taught by Weber in order to provide multi-layers electronic devices 
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and since the court held that mere duplication of parts has no patentable significance 
unless a new and unexpected result is produced.) In re Harza, 274 F.2d 669, 124 
USPQ 378 (CCPA 1960). 

Regarding claims 5 and 7: Onizuka discloses the electronic circuit having all of the 
claimed features as discussed above with respect to claim 1(2), wherein said second 
substrate (substrate of the Chip 2, fig. 1 ) further includes a receiver circuit (shown in 
fig. 1) that receives signals, 

except Onizuka doesn't teach a receiver circuit that receives signals only for a 
predetermined cyclic period. 

Weber teaches in fig. 3-7 a receiver circuit that receives signals only for a 
predetermined cyclic period, fig. 2. further the prior art structure is capable of 
performing the intended use, then it meets the claim. See In re Casey, 152 USPQ 235 
(CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). 

Therefore it would have been obvious to one of ordinary skill in the art, at the 
time the invention was made for Onizuka to include in his invention a receiver circuit 
that receives signals only for a predetermined cyclic period, as taught by Weber in order 
to receive transmission data. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Dupuis - US 7460604; 

Haigh etal.-US 6903578; 

Sakurai et al. - PG Pub. No. 2006/0038544. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yuriy Semenenko whose telephone number is (571) 
272-6106. The examiner can normally be reached on 8:30am - 5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dean A. Reichard can be reached on (571 )- 272-2800 ext. 31 . The fax 
phone number for the organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Y. S./ 

Examiner, Art Unit 2841 



/Dean A. Reichard/ 
Supervisory Patent Examiner, Art 
Unit 2841 



